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GoLpwyNn Pictures CorporRATION v. SAMUEL GOLDWYN 
United States Circuit Court of Appeals for the Second Circuit 
January 7, 1924 


Trape-Marks—Uwnrarr Qomperition—Prevtiminary INJuNcTION—-WHEN 

REVIEWABLE. 

The issuance of a preliminary injunction which puts restraints 
upon the defendant before the rights of the parties have been fuily 
determined rests solely in the sound discretion of the chancellor, and, 
unless he abuses his discretion in granting or denying it, his action as 
a rule will not be reviewed on appeal. 

Same—Same—“Gotpwyn” on Morion Picrures—Ricur to Use Own 

NAME—ALLEGED ASSIGNMENT By ConTRACT—LACK or CONSIDERA- 

TION. 

Plaintiff, in order to restrain defendant from using his own name 
in connection with motion pictures because of a contract, must prove 
that such contract was supported by a valid consideration; and if such 
consideration was lacking, the right based upon it fails. 

SaME—SAME—A PPEAL—AFFIRMAL. 

One who has no valid trade-mark may, nevertheless, complain of 
another who attempts to pass off his goods as the goods of his rival. 
Where, however, plaintiff engaged in the production of motion pictures 
long well-known to the public under the name “Goldwyn,” was granted 
a preliminary injunction restraining defendant from using the said 
name, without adding thereto the words “not now connected with 
Goldwyn Pictures,” in type as noticeable as the word itself, it received 
all the protection to which it was entitled pending fuller investigation 
of the case. 


In equity. Appeal from the United States District Court for 


the Southern District of New York in an action for unfair competi- 


tion and trade-mark infringement. Affirmed. For opinion of the 


lower court, see p. 56, post. 


Harry D. Nims, of New York City, for plaintiff-appellant. 

Phillip W. Haberman, Joseph M. Hartfield, both of New York 
City, of counsel. 

Stanchfield & Levy, Frederick Collin, William M. Parke, J. 
Arthur Leve, of counsel, all of New York City, for de- 


fendant-appellee. 
Before Rocers, Hoven, and Manron, Circuit Judges. 


This cause comes here from the United States District Court 
for the Southern District of New York. 
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The plaintiff is a corporation of the State of Delaware with 
its principal office at Wilmington in that state. The defendant is a 
citizen of the State of New York and a resident of the Southern 
District thereof. 

The jurisdiction depends upon diversity of citizenship, and 
upon the fact that the plaintiff is the owner of a trade-mark used 
by it in interstate commerce, which is registered in the Patent Office 
of the United States, which trade-mark it is alleged is being in- 
fringed by the defendant. 

The plaintiff corporation is engaged in the manufacture and 
distribution of motion pictures, and its pictures have become widely 
known. It has represented in its motion pictures some of the best 
known stars on the stage, as well as the literary work of some of the 
leading writers of today in England, France and the United States. 

In the amended bill of complaint which the plaintiff filed it 
alleged that it and its predecessor in title had expended in the ad- 
vertising and exploitation of its pictures in connection with the word 
“Goldwyn” in excess of $2,400,000. It is also alleged that the 
plaintiff has expended in the manufacture and exploitation of its 
pictures more than $20,000,000 and that it has now invested in 
pictures not yet exhibited an excess of $2 .500.000. 

The plaintiff is the successor of a New York corporation also 
named Goldwyn Pictures Corporation, which was organized on No- 
vember 22, 1916, and which in like manner was engaged in the 
production of motion pictures. And by a Bill of Sale executed on 
October 10, 1919, the Goldwyn Pictures Corporation (New York 
corporation) for a valuable consideration had bargained and sold 
and granted and conveyed to the Goldwyn Pictures Corporation, the 
Delaware corporation and plaintiff herein, its successors and as- 
signs: 
“All of its assets of whatever kind, nature and description, including 
the good-will, oustanding accounts, trade-marks, trade-names, moving 
pictures, moving picture rights, contracts and assignable, bank deposits 
and cash on hand and assets of all kinds, of whatever kind, nature and 
description, both tangible and intangible of the said corporation as of 
May 17, 1919, but expressly excluding that part or parcel of land located 


in Los Angeles, Calif.. known as the ‘Ios Angeles Studio’ together with 
the fixtures, machines and appurtenances relating thereto and excepting 
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also the certain contracts held by this corporation and which are not as- 


signable.” 


The New York corporation, the plaintiff's predecessor, on its 


incorporation began to produce motion picture films on a very large 


scale. It speedily became one of the most important motion picture 


concerns in the world, distributing its pictures not only throughout 
the United States but throughout the balance of the world in which 
motion pictures are shown. 

On July 3, 1918, the New York corporation, the plaintiff's pred- 
ecessor in title, applied to the Patent Office for the registration of 
“Goldwyn” as its trade-mark for motion pictures. Its application 
was granted on December 31, 1918, and there was issued to it cer- 
tificate number 123,995, which trade-mark is now the property of 
the plaintiff. In the statement which accompanied its application 
it alleged that it had used the trade-mark continuously in its business 
since January, 1917. But in the amended bill of complaint it is, 


however, alleged that 


“From the beginning, November, 1916, the name ‘Goldwyn’ has been 
continuously used by the plaintiff and its predecessor in intrastate, inter 
state and foreign commerce as the trade-mark of this business and _ its 
products, and this word has been physically applied to the films, which 
causes the name to appear on the screen in the introductory part of the 
films when exhibited and also causes it to so appear frequently at the 
end of its pictures and in other ways.” 


The amended bill alleges that 


“By reason of the fact that the motion pictures produced by the 
plaintiff and its predecessor have become known to the public in con- 
nection with the name ‘Goldwyn’ there has grown up in the minds of the 
public, and especially in the minds of dealers, exhibitors and theatre-goers 
throughout the world, a very close and intimate association between the 
name ‘Goldwyn’ and the pictures which have been produced only by the 
plaintiff and its predecessor, and these persons now use, and for a long 
time past have customarily used, this name to identify and distinguish the 
pictures made only by the plaintiff and its predecessor. As a consequence, 
whenever the name ‘Goldwyn’ is used in connection with a motion picture, 
whether alone or in conjunction with other words, it signifies, and by rea 
son of the facts herein set forth can only signify, not motion pictures pro- 
duced by a person named ‘Goldwyn’ but that such picture is one of the 
pictures produced only by the plaintiff or its predecessor, in which mean- 
ing the public has for a long time acquiesced, and it now recognizes and 
respects the sole and exclusive right of the plaintiff to the use of the 
name ‘Goldwyn’ in connection with motion pictures.” 
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The incorporators of the New York company created the name 
“Goldwyn.” It appears that one of the incorporators of that com- 
pany was Samuel Goldfish, who afterwards changed his name to 
Samuel Goldwyn the defendant herein. The incorporators of that 
company gave it the name “Goldwyn” by combining the first syl- 
lable of the name of Samuel Goldfish with the last syllable of the 
name of Edgar and Archibald Selwyn who were also incorporators. 

The amended bill sets up an agreement made between the 
plaintiff and the defendant on October 10, 1919, in which it was 


agreed as follows: 


“That the party of the first part does engage and employ the party 
of the second part to act as an executive in its business for a period of 
three years from the date hereof, to perform such duties as are generally 
performed by individuals occupying similar positions in corporations 
engaged in the same or similar lines of work as is the party of the first 
part. 

“For said services, the party of the first part hereby agrees to pay 
to the party of the second part the sum of fifty-two thousand dollars 
($52,000), per annum, payable in equal weekly installments at the end 
of each and every week. 

“The party of the second part accepts the said employment hereunder 
and agrees to devote his whole time, energy, skill and attention to the 
services of the party of the first part, and that he will devote such time 
to the services of the party of the first part exclusively and will not be 
engaged in any other employment, business occupation or calling. 

“The party of the second part herewith agrees that for a period of 
three years from the date hereof, he will not, directly or indirectly, be 
engaged or interested in any other motion picture enterprise, either as 
principal, agent, employer, employee, officer, director or stockholder, ex- 
cepting the interest which he now has as a stockholder in the Famous 
Players-Lasky Corporation and also excepting the interest of the party 
of the second part in the Alhambra Theatre, Philadelphia, Pa. j 

“The party of the second part, in consideration of the above premises 
and in further consideration of the sum of one dollar in hand paid, the 
receipt whereof is hereby acknowledged, and as a part of the agreement, 
to which he was a party signatory, dated July 28, 1919, and relating to 
the formation of this corporation, does hereby sell, assign, set over, 
transfer and convey to the party of the first part all right, title and 
interest which the party of the second part now has in and to any motion 
picture interests of any kind, nature and description and whether the 
said right, title and interests be tangible or intangible, expressly excepting 
the interest which the party of the second part now has in the Famous 
Players-Lasky Corporation and the Alhambra Theatre, Philadelphia, Pa.” 


The amended bill of complaint alleges that on October 22 


1920, the plaintiff and defendant entered into a contract in which 
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the defendant gave to the plaintiff the exclusive use of the name 
“Goldwyn.” 

The contract of October 22, 1920, states expressly that the 
agreement of October 10, 1919, “hereby is cancelled and rescinded 
as of the 11th day of October, 1920, and that each of the parties 
are hereby released and discharged from all obligations and liabil- 
ities thereunder with like force and effect as if the agreement had 
never been made, except that the assignment and conveyance therein 
in the last paragraph contained shall in no wise be affected, and 
shall remain in full force and effect.” This reference to the part 
which was to remain in full force and effect was the agreement of 
the defendant Goldwyn that he sold, transferred and conveyed to 
the plaintiff all right, title and interest which he at the time had 
“in and to any motion picture interests’’ excepting his interest in 
the “Famous Players-Lasky Corporation, and the Alhambra 
Theatre, Philadelphia, Pa.” 

The amended bill of complaint charges that in March, 1922, the 
defendant ceased to be the president of the plaintiff corporation, 
although he continued a member of its board of directors and one 
of its voting trustees. It alleges that in the latter part of the year 
1922 the defendant began business on his own account as a pro- 
ducer of motion pictures and that “he has now completed and has 
announced that he is about to offer to exhibitors a picture entitled 
‘Potash and Perlmutter,’ which picture is now being advertised 
under the identical introductory phrase heretofore used by the 
plaintiff, namely, “Samuel Goldwyn Presents.’ ”’ 

In his answer the defendant denies that he is a ‘““member of the 
board of directors and alleges that he resigned on September 5, 
1923, and that said resignation was duly accepted on September 28, 
1923; and he further denies that shortly after he ceased to be an 
officer of the plaintiff he began business on his own account as a 
producer of motion pictures in competition with the plaintiff, and 


has announced that he is about to offer to exhibitors a picture en- 


titled “Potash and Perlmutter’ which picture is now being ad- 


vertised under the identical introductory phrase heretofore used 


by the plaintiff, namely, “Samuel Goldwyn Presents.” 
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In the affidavit of the secretary of the plaintiff corporation in 
support of the bill and the application for the injunction it is 
stated that some months after the defendant ceased to be president 
of the plaintiff corporation 


“he began business as a producer of motion pictures on his own 
account, and has actively been engaged therein since that time. 

“He has now completed and is about to begin the distribution of a 
picture entitled ‘Potash and Perlmutter’. This picture has been ad 
vertised in numerous magazines and newspapers, has already been produced 
for private audiences, and will be distributed and produced in the usual 
course within the next few weeks. * * * Defendant is conducting this 
business under the name ‘Samuel Goldwyn’ and the business is referred 
to in the public press as ‘Samuel Goldwyn’ or ‘Goldwyn’ the latter being 
the identical name by which the plaintiff is nationally referred to in the 
public press and is known the world over. 

“Deponent is informed by persons who have seen the production of 
the picture ‘Potash and Perlmutter’ that this picture is introduced on the 
screen with the phrase ‘Samuel Goldwyn Presents,’ the identical phrase 
which the defendant caused to be used in presenting numerous pictures 
of the plaintiff during the year 1919, and which are still being exhibited. 

“Defendant is causing his picture ‘Potash and Perlmutter’ to be widely 
advertised under such phrases as ‘Samuel Goldwyn Presents,’ ‘Samuel 
Goldwyn, Producer,’ and other phrases using the word ‘Goldwyn.’ 

“Deponent has read repeated references to plaintiff's and defendant’s 
pictures in newspapers and trade papers, and both plaintiff's and de- 
fendant’s pictures and the production activities of both plaintiff and de- 
fendant are referred to as ‘Goldwyn’ or ‘Goldwyn’s’ and it is evident to 
anvone reading such references that unless the relief herein prayed for 
be granted it is inevitable that both plaintiff and defendant will be referred 
to as ‘Goldwyn’ and constantly confused. Numerous announcements of the 
defendant’s forthcoming producing of ‘Potash and Perlmutter’ appeared 
in magazines. 


The affidavit sets forth a number of the advertisements of the 
moving pictures which the defendant, it is said, is proposing to ex- 
hibit and to use his own name in connection therewith. 

The record contains a letter dated July 16, 19238, addressed 
to the defendant calling the latter’s attention to advertisements ap- 
pearing in the Moving Picture News, of July 7th, 1923, in which 
the picture of “The Eternal City” is mentioned as presented by 
“Samuel Goldwyn” and “Potash and Perlmutter” is announced as 
“produced by Samuel Goldwyn.” In this letter the defendant's at- 
tention is called to the contract of October 22, 1920, in which he had 


confirmed the plaintiff's exclusive right to the use of the name 
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Goldwyn and agreed not to use or permit the use of the name in 
any manner competitive to the plaintiff's corporation. 

The defendant's reply to this letter is in the record and is 
dated July 20, 1923. In it he writes: 


‘I disagree entirely with your claim that by reason of the 
instrument to which you refer I have not the right to use my name, 
Samuel Goldwyn, in connection with pictures which may be pro- 


duced by me.” 


The amended bill alleges as follows: 
_ * Plaintiff is informed and believes, and therefore alleges, that 
the said picture ‘Potash and Perlmutter’ has already been exhibited, and 
that the introductory part of the same contains the words ‘Samuel Goldwyn 
Presents.’ 

“Plaintiff is informed and believes, and therefore alleges, that defend- 
int has in course of manufacture another motion picture which he is about 
to produce, entitled “The Eternal City’ which will be ready for production 
in the near future. 

“Plaintiff is informed and believes, and therefore alleges, that the 
aforesaid acts of the defendant complained of inevitably will cause the 
pictures made and offered by the defendant to be passed off as and for 
pictures made and offered by the plaintiff, and will cause serious confusion 
in the minds of the theatre-going public, inducing them to attend showings 
of the defendant’s pictures under the false impression that the pictures 
are made and offered by the plaintiff, and that already the defendant’s 
pictures have been confused with plaintiff’s and vice versa, all to the profit 
of the defendant and the serious and irreparable damage of the plaintiff.” 


And an injunction was prayed enjoining the defendant from 
using or permitting others to use the name “Goldwyn” in connection 
with the motion picture business. 

The bill asks for an accounting for all profits and for damages. 

A great part of the plaintiff's amended bill is alleged upon in- 
formation and belief and many of its allegations are specifically 


denied in the defendant’s answer. 


The cause came on to be heard upon a motion for a preliminary 


injunction. Affidavits were presented in behalf of the plaintiff, as 
well as in behalf of the defendant. The court granted an injunc- 
tion the terms of which are set forth in the opinion. 


The plaintiff has brought the matter to this court on appeal. 
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Rocers, Circuit Judge: This is a suit for the infringement of 
a trade-mark. The plaintiff has sought and obtained an injunction 
pendente lite restraining the defendant from using the name 
“Goldwyn” on any moving picture films, advertisements or other 
displays to be shown to the public ‘unless in all cases it be followed 


by the words “not now connected with Goldwyn Pictures.” And it 


is added that such suffix is “to be in as large and of as prominent 


type and of the same color as the word Goldwyn, and to be so 
spaced and spread as to be as noticeable as that word.” The in- 
junction granted falls short of what the plaintiff sought as he 
prayed the court to restrain the defendant from in any manner us- 
ing or permitting others to use the name “Goldwyn” or any term 
or phrase embodying it in any business which may be confused with 
that of the plaintiff. The plaintiff therefore is not satisfied with 
the injunction in the form in which it was granted, and asks this 
Court to remand the case with directions to grant a preliminary 
injunction as prayed. The defendant has not appealed. 

The plaintiff is engaged in the production of motion pictures, 
and as such has an established reputation with the public through- 
out the United States. It and its predecessor in title have produced 
pictures representing an investment of more than $20,000,000. The 
defendant has been engaged in the motion picture business since 
1913 when the business was in its infancy. He was connected not 
only with the plaintiff but with its predecessor in title, and has 
been closely identified with the largest producing organization of 
moving pictures in the world. So valuable were his services con- 
sidered to be that for several years he was paid a salary of $52,000 
annually as president of the plaintiff corporation. His name is per- 
haps as well known in the motion picture business as that of any 
other man. Since he severed his official connection with the plain- 
tiff he has been engaged in the production of motion pictures on 
his own account and has used his own name in connection therewith. 
The plaintiff is objecting to the use of his name in connection with 
the pictures which he produces and claims that he is without right 
to do so and that his conduct in doing so will create the most wide- 


spread confusion in the minds of the public and the most disastrous 
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and damaging consequences to the plaintiff which advertises its 
pictures as “Goldwyn Pictures.” It alleges that the defendant's 
use of his name makes it easy for persons intending so to do to pass 
off defendant’s business as and for plaintiff's business, and de- 
fendant’s pictures as and for plaintiff's pictures, and misleads and 
deceives persons having no intent or purpose to confuse the two into 
SO doing. 

The defendant in an answering affidavit submitted to the Dis- 


+ 


trict Court says: 

“Il am just as anxious to prevent anyone from thinking that my pic- 
tures were produced by the Goldwyn Pictures Corporation as the plaintiff 
in this action can possibly be. I do, however, regard it as vitally important 
to me to be allowed to use my own name if I am to continue in the motion 
picture business with any prospect of success. If I cannot hold myself 
out as the person engaged in the business and make my own contracts with 
actors, authors, directors and others, register copyrights in my own name, 
make contracts for distribution and make such legitimate use upon the 
screen and in advertising and other publicity of the fact that the person 
carrying on the business and making the pictures is myself, Samuel 
Goldwyn, it will be almost impossible for me to conduct my business, and 
if I succeed in carrying it on, I will be greatly hampered and financially 
embarrassed. This is particularly true because my plan of business involves 
the production of a small number of photoplays of extremely high-grade, 
all of which are to receive my personal attention, and it is necessary to 
make that fact clearly appear at all times.” 


[t has sometimes been said that the right of a man to use his 
own name in his own business is one of his natural and inalienable 
rights. Thus in Hilton v. Hilton 89 N. J. Eq. 182 [8 T. M. Rep. 
96], the New Jersey Court of Errors and Appeals, in 1918, said 
that “The right of a man to use his own name in his own business 
is part of the natural and inalienable rights guaranteed by the very 
first clause of our Constitution, without which the right to acquire, 
possess and protect property would be of little worth. Although 
the right is not safeguarded in England by any constitutional guar- 
antee, it has found careful protection in the courts of justice.’’ And 


it was said: “The right to make known that one is in business by 


advertising addressed to the public generally, is a necessary con- 


comitant of the right to do business, without which that right would 
be hardly more than nominal.’ In the above case the Court held that 


an injunction should be modified which enjoined the defendant from 
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using his name, Hilton, either alone or in association with other 
words in any clothing business competitive with the clothing busi- 
ness conducted by the complainant trading under the name of The 
Hilton Company. The plaintiff and defendant had the same sur- 
name and had been partners in the clothing business but had dis- 
solved the partnership. The defendant had retired from the part- 
nership and had transferred to the complainant “all the name and 
good-will” of the business. And it was held that this did not in 
itself prevent the defendant from engaging in business in competi- 
tion with the plaintiff. 

We have no doubt that one by contract may deprive himself of 
his exclusive right to use his name in industry. In Brown Chemical 
Company v. Meyer 139 U.S. 540, 542, Mr. Justice Brown writing 
for the Court calls attention to the fact that “cases are not wanting 
of injunctions issued to restrain the use even of one’s own name 
where a fraud upon another is manifestly intended, or where he 
has assigned or parted with his right to use it.””. And we do not un- 
derstand that in Hilton v. Hilton it was intended to assert that one 
might not by contract part with his right to use his own name in a 
competitive business. 

In the instant case the plaintiff and defendant entered into a 
contract or agreement dated October 22, 1920, which contained the 
following provision: 

“The party of the second part (the defendant) recognizes and con- 
firms to the party of the first part the exclusive right to use the name 
‘Goldwyn’ and agrees that he will not use or permit the use of ‘Goldwyn’ 
either directly or indirectly, neither alone nor in connection with or as 
part of any name or title in any motion picture enterprise or in any 


manner competitive to the corporation, or in the manufacture, exploitation 
or presentation of motion pictures.” 


The plaintiff claims that because of this agreement the de- 


fendant has no right to the use of his own name Samuel Goldwyn in 


connection with any motion picture or motion picture enterprise, or 
in any manner competitive to the plaintiff. 

But it is claimed that this agreement of October 22, 1920, is not 
supported by a consideration. And it is also claimed that even if 


the agreement be valid the restrictive covenant does not extend be- 
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vond the term of the contract, and that it came to an end on Oc- 
tober 10, 1922. 

[t appears that after October 10, 1922, and in the spring of 
1923, the defendant entered into a contract with the Associated 
First National Pictures, Inc., a corporation also organized under the 
laws of Delaware, for the distribution of pictures to be manu- 
factured by him. It is one of the largest motion picture distribut- 


ing coneerns in the United States and its stockholders are owners 


of motion picture houses in what are known as the key cities of 


the United States. The defendant is not an officer of that cor- 
poration and holds none of its stock. By virtue of his 
contract the defendant is to lease to that corporation two 
complete negatives and two sample positive prints of a picture 
he has manufactured or produced known as “Potash and 
Perlmutter” upon the payment by that company of the actual cost 
of production, not exceeding $250,000 as an advance payment on 
account of the defendant’s share of the gross receipts to be derived 
through such motion pictures. The contract provides for the ap- 
portionment between the company and the defendant of the gross 
receipts arising from the exhibition of the picture. The contract 
gives to the company “the exclusive, sole and complete right, with 
out let or interference by the defendant or any third party, to dis- 
tribute the picture throughout all the countries and parts of the 
world for seven years,” and the company agreed so to distribute 
such picture. It agreed to announce the defendant as the manu- 
facturer or producer of the picture and that it was First National 
Picture, and upon the film and in all printing, advertising, publicity 
and billing matter should be, in the form stated “Samuel Goldwyn 
Presents ‘Potash and Perlmutter,* * * A First National Picture.” 

[It is the above agreement which the defendant has made with 
the First National Pictures, Inc., which led to the bringing of this 
suit by the plaintiff and its application for the injunction it now 
set ks. 

The plaintiff in bringing this case here on appeal has assigned 


18 errors. the first two of which are as follows: 
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“1. The court erred in refusing to grant a preliminary injunction 
against any use of the name ‘Goldwyn’ by defendant in the moving picture 
business as prayed in the bill of complaint. 

“2. The court erred in finding and holding that there was no con- 
sideration for defendant’s undertakings contained in paragraph marked 
‘’ of the agreement of October 22, 1920.” 


In order that the plaintiff may have a right to restrain the 


defendant from the use of his own name in connection with the 


motion picture business because of a contract, that contract must be 


supported by a valid consideration. If that so-called contract was 
without valid consideration a right based upon it fails. The District 
Judge in his opinion, referring to the consideration for this contract, 


said: 


“That question can be finally decided only after a hearing, but on 
this motion I must take all disputed issues in the defendant’s favor. It 
is agreed that on September 2, 1929, the defendant resigned as president 
of the plaintiff, a position which for the last eleven months he had held 
under the contract of October 10, 1919. That contract did not, it is true, 
expressly give him the position—he was engaged only as ‘an executive’- 
but I think the construction of the parties very clearly indicates in what 
sense the word was used. The contract imposed upon him the duties, 
and gave him the powers, usually pertaining to the office. Goldwyn’s ver- 
sion is that he resigned because negotiations were on foot with DuPont, 
who was to advance new money and who would not have him president 
if he did. I can find no suggestion that his resignation was made subject 
to his right to resume his position later. Therefore he released the plain- 
tiff from one of its obligations and himself from the duties which it in- 
volved. The negotiations with DuPont fell through and, as he says, the 
directors appealed to him to raise the money elsewhere. In this he suc- 
ceeded and it was at a conclusion of his efforts that the contract of 
October 22, 1920, was signed. He was then re-elected as president. 

“It is quite apparent that if the contract was made in consideration 
of his getting back his position there was a valid consideration, because 
even though the directors remained free to impose on him all those duties 
which he had formerly discharged, it was a legal detriment to the plaintiff 
to restore him to his office, because the plaintift was not then legally 
bound to do so. Moreover, the enjoyment of the title may well have had 
other than pecuniary attractions to the defendant. However, in his af- 
fidavit of October 3, 1923, he denies that his re-election was made on 
condition that he sign the contract of October 22, 1920. He says that on 
the contrary it was agreed to make him president because that was a 
condition imposed by those who promised to furnish the new money 
There had been no question raised of the use of his own name in an in- 
dependent business up to that time. 

“If these be the facts I think it very difficult to find any consideration 
for the restrictive covenant, assuming as I do that he is charged with notice 
of it. If he were once unconditionally installed as president under the 
old terms, the plaintiff suffered no detriment in executing the contract 
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of October 22, 1920. It is true under this second contract he was not 
necessarily subject to all the duties he had assumed before, but that de- 
pended upon the will of the directors who reserved to themselves the right 
to call upon him to perform any duties ‘as shall be appropriately assigned 
to him’ by them. This means that they could have required of him all 
that he was bound to do under the contract of October 10, 1919. In other 
respects the contract was the same as before, including the time of its 
duration. The plaintiff has not pointed out to me any detriment which 
it assumed, if this version be true, so much for the original affidavits. 
“The new affidavits do not change the situation. Whatever may in 
end prove to be the force of the evidence they contain, the defendant’s 
denials are repeated and still go to the critical issue of the case. It 
clear that the issue is not so plain 


the 


is 
as to be taken against the defendant 
on a motion of this kind, and it must be disposed of on the supposition 


that the covenant which would otherwise have entitled the plaintiff to an 
absolute injunction, was nudum pactum.”’ 


The issuance of a preliminary injunction which puts restraints 
upon the defendant before the rights of the parties have been fully 


investigated and determined rests solely in the sound discretion of 


the chancellor and unless he abuses his discretion in granting or de- 


nying it, his action as a rule will not be reviewed on appeal. Clark v. 
Wooster, 119 U. S. 322, 325; Buffington v. Harvey, 95 U. S. 99, 
100; New York Grape Sugar Co. v. American Grape Sugar Co., 20 
Blatchf. 386; Edison Electric Light Company v. Buckeye Electric 
Company, 64 Fed. 225. 

Formerly the granting of an injunction was in the absolute dis- 
cretion of the primary court and its action was not reviewable by 
appeal. Kerr v. City of New Orleans, 126 Fed. 920, 924. But 
the Act of March 3, 1891, allowed an appeal from such a decree, 
26 Stat. 826. It was amended by the Act of June 6, 1900, ¢ 803, 
sec. 7, 31 stat. 660. But since the passage of the Act the courts 
have held that the granting of an injunction pendente lite is in the 
sound judicial discretion of the trial court and will not be disturbed 
on appeal unless it is violative of the rules of equity established 
for the guidance of its discretion. The same thing is sometimes 
expressed in another way by saying that the action of the trial court 
will not be reversed unless there has been an abuse of discretion. 
And it is sometimes said that such action will not be reversed un- 
less it clearly appears that the injunction was improvidently al- 
lowed. In Meccano, Ltd. v. John Wanamaker, 253 U. S. 136, 141, 
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{10 T. M. Rep. 312], the Supreme Court declared: “The correct 
general doctrine is that whether a preliminary injunction shall be 
awarded rests in the sound discretion of the trial court. Upon 
appeal, an order granting or denying such an injunction will not be 
disturbed unless contrary to some rule of equity, or the result of 
improvident exercises of judicial discretion.” See City of Amarillo 
v. Southwestern Telegraph & Telephone Co., 253 Fed. 638. 

It seems to us too plain for argument that so far as the right 
to an injunction in this case rests upon the so called contract of 
October 22, 1920, there has been no such abuse of the trial court's 
discretion in denying the injunction in the form asked for in so 
far as the right to it depended upon the agreement above referred 
to. 

The Court in granting the motion for the preliminary injunc- 
tion did so to the following extent and not otherwise: 

“* * * The defendant, until further order of this Court, is hereby 
enjoined from using the name ‘Goldwyn’ on any moving picture films, 
advertisements cr other displays which are to be shown to the public, unless 
in all cases it be followed by the words ‘not now connected with ‘Goldwyn 
Pictures; such suffix to be in as large and of as prominent type and of 


the same color as the word ‘Goldwyn’ and to be so spaced and spread as 
to be as noticeable as that word.” 


And the Court in its order stated that the preliminary injunc- 
tion was granted upon plaintiff filing a bond in the sums of $5,000. 
The Court further stated: “In all other respects the said motion 
(for the temporary injunction) is hereby over-ruled.”’ 


The prayer of the amended bill of complaint was as follows: 


“That an injunction issue herein during the pendency of this suit 
and perpetually thereafter, restraining and enjoining the defendant, his 
agents, distributors, associates, representatives and employees, and _ all! 
those in privity with him, from in any manner using or permitting others 
to use the name ‘Goldwyn’ or any colorable imitation thereof, or any term 
or phrase embodying the said name or any name colorably similar thereto, 
in connection with the manufacture, advertising, exploitation, distribution 
or presentation of motion pictures, films or in any business which may be 
confused with that of plaintiff to its damage through the confusion of 
the public.” 


The court, it will be observed. declined to restrain the de- 


fendant from in any manner using or permitting others to use the 
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name “Goldwyn” or any colorable imitation thereof, or any term 
or phrase embodying the said name or any name colorably similar 
thereto in connection with motion pictures in the manner and to 
the extent which the plaintiff asked. In other words the Court 
in effect has declined at this stage of the preceeding to recognize 
that a right exists in the plaintiff based upon the alleged contract 
to restrain the defendant absolutely from using his own name in 
any manner in connection with the motion picture business. If 
this was error at all, it was not so clearly error as to justify this 
Court at this time in reversing the Court below. 

This brings us to a consideration of the trade-mrak which the 
plaintiff claims because of its registration of the term “Goldwyn’”’ 
in the United States Patent Office. ‘The argument in this Court 
was in the main based upon the alleged contract right—although 
it was asserted that the plaintiff has a valid and subsisting trade 
mark which the defendant is infringing. And it is said that the 
plaintiff's right in its trade-mark rests upon section 5 of the Trade- 
Mark Act of February 20, 1905, c. 592, 38 Stat. 724. That pro- 
vided that 


“No mark which consists merely in the name of an individual, firm, 
corporation or association * * shall be registered under the terms of this 
Act; provided further * * * that nothing herein shall prevent the registra- 
tion of any mark used by the applicant or his predecessors, or by those 
from whom title to the mark is derived, in commerce with foreign nations 
or among the several states, or with Indian tribes, which was in actual 
and exclusive use as a trade-mark of the applicant or his predecessors from 
whom he derived title for ten years next preceding the passage of this Act.” 


The plaintiff's predecessor in title was organized in 1916, and 


prior to that time the word “Goldwyn” is thought not to have ex 


isted, so that the ten years clause above quoted has no application 


to his trade-mark, which was used as such until after the Act was 
assed. The registration of the word “Goldwyn” as a trade-mark 
was not discussed in the opinion by the District Judge and we see 
no reason to discuss it in this court at this time. 

The plaintiff also relies upon unfair competition. One who has 
no valid trade-mark may nevertheless complain of another who 


attempts to pass off his own goods as the goods of his rival. Fraud 
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is the basis of his complaint in such cases. The Court acts to pro- 


mote honesty and fair dealing and because no one has a right to 
sell his own goods as the goods of another. The Court seeks to 
protect the purchasing public from deception and also the property 
rights of the complainant. It protects the owner of a business from 
a fraudulent invasion of his business by somebody else. No person 
has the right through unfairness, artifice, misrepresentation or 
fraud to injure the business of another. The defendant must so use 
his name in connection with his business as will give notice to the 
public that the pictures he produces and sells or exhibits are not 
those of the plaintiff. And it does not appear to us, at least upon 
the present state of the record, that the preliminary injunction 
which has been issued does not afford to the plaintiff all the pro- 
tection to which it is entitled at this stage of the case. 

It is not an unusual thing for a plaintiff in suits of this nature 
to attempt to obtain by a preliminary injunction the relief to which 
he is eititled only after a full hearing of the merits. This Court 
does not look with favor upon attempts of this nature. 

Before concluding this opinion it may be proper to say that 
the record now before us does not disclose that the defendant in 
changing his name from Goldfish to Goldwyn was actuated by any 
fraudulent intent. The defendant in his affidavit states: 

“In 1918 the Selwyns (associated with him in the Goldwyn Pictures 
Corporation) suggested to me that for several reasons it would be advisable 
in the interest of the corporation that I change my name to Samuel 
Goldwyn; that, because of the war, a name indicating Teutonic origin was 
a detriment; that a good many people already thought my name was 
Goldwyn, and considerable mail was being received by the company ad- 
dressed to Samuel Goldwyn; that I had a reputation in the industry and 
was identified in the trade and with the public as a successful producer 
of high-class motion pictures, and that the value of my reputation and 
my name to the corporation would be increased by making the change 
in my name as suggested. I stated, in effect, that it would be a 
sacrifice for me to give up a name which IT had established 
and made well-known, and that I did not care to submerge my identity in 
that of the corporation. They suggested, however, that if the Goldwyn 
Company followed the same form of advertisement that had been used 
in the past by announcing the name of its President my identity would 
not be lost and at the same time the corporation would be benefited. Ac- 
cordingly, I decided to carry out Mr. Selwyn’s suggestion and applied 
for and received from the Court an order changing my name to Samuel 
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Goldwyn. All of the things which I was required by that order to do as 
conditions of the change in name were duly performed and the change 


in my name has been in full effect as provided in that order since January, 
1919.” 


The affidavits of the two Selwyns who with the defendant or- 


ganized the New York corporation of the Goldwyn Pictures Corpor- 


ation, the plaintiff's predecessor in title, amply sustain Goldwyn’s 
statements as to the reason for the change that was made. Edgar 
Selwyn in his affidavit states that he and his brother made the sug- 
gestion to the defendant to make the change and he states their 
reasons for doing so. He says: “My brother and I suggested to 
Goldfish that he change his name and advertise it broadly through- 
out the country.”” He adds: 

“There never was any intention at any time on the part of any of 
us that Samuel Goldwyn should be deprived of the use of his name, and 
it was only because we urged upon him the necessity of taking the name 


of Samuel Goldwyn rather than Samuel Goldfish that the latter consented 
so to do.”’ 


And Archibald Selwyn in his affidavit says: 


In the latter part of 1918 I discussed the advisability of hav- 
ing Mr. Goldwyn change his name. In view of the large business that 
the Goldwyn Pictures Corporation was doing with the allied countries, 
we came to the conclusion that it would be advisable for Mr. Goldwyn to 
give up the name Goldfish and adopt legally the name Goldwyn. My 
brother and I urged Mr. Goldwyn so to do. There was no intention or 
understanding on the part of any of us that Mr. Goldwyn was not to have 
the right to use the name Samuel Goldwyn, if at any time he should sever 
his connection with that corporation. Upon the strength of our suggestion 
and advice to him, Mr. Goldwyn changed his name.” 


There is a general rule that everyone has the absolute right to 
use own name honestly in his own business for the purpose of ad- 
vertising it, even though he may thereby incidentally interfere with 
and injure the business of another having the same or a somewhat 
similar name. In such cases, as was said in Russia Cement Com- 
pany Vv. LePage, 147 Mass. 206, 209, the inconvenience or loss to 
which those having a common right to it are subjected is damnum 
absque injuria. But as we have already said one may by contract 
surrender his right to use his name in connection with his business. 


The question whether this defendant has surrendered this right 
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has not been determined in the court below and is not before us at 
this time. 
Order Affirmed: 


Go.LpwyNn Pictures CorRPORATION Vv. SAMUEL GOLDWYN 
United States District Court, Southern District of New York 
October 16, 1923 


Trape-Marks axp Trape-Names—Uwnrair Comperition—Rigur or AssumMeD 
Name to Prorecrion—“GotpwyNn” on Crxema Fitms—Moopiriep 
INJUNCTION. 

A surname when assumed, is entitled to no less protection than 
when familial; unless assumed for the purpose of trading on another's 
good-will and such a name may acquire a good-will exceeding in value 
that attached to an inherited name. Where defendant whose surname 
was originally Goldfish, later assumed the name Goldwyn and, as presi- 
dent and director of plaintiff and plaintiff's predecessor, made the 
name world-known in connection with motion pictures with plaintiff's 
acquiescence, he must, after severing connection with plaintiff and en- 
gaging in the same business, yield to the latter’s prior right to the 
name and be enjoined from using it on any moving picture films, ad- 
vertisements, ete., unless followed by the words “Not now connected 
with Goldwyn Pictures Corporation.” 


In equity. Action for alleged unfair competition. Modified 


injunction. 


Harry D. Nims and P. W. Haberman, both of New York City, 
for the plaintiff. 

Frederick Collin, William M. Parke, and J. Arthur Leve, all 
of New York City, for the defendant. 


LearNep Hann, D. J.: On this motion I must of course 
charge the defendant with any obligations which arose from his 
signature of the contract of October 22, 1920. If he was practiced 
on in its procurement, that is a defense which he must prove. Till 
he does, he should be held to an observance of its terms. These 
certainly cover the use of his name in the moving picture business 
for such purposes as this motion seeks to enjoin. Three objections 


alone seem to me to require answer, the duration of the covenant, 
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its legality, and whether it be supported by a valid consideration. 
It is argued that it should be confined to the duration of the 
contract and that it therefore ended on October 10, 1922. That 


cannot be; the defendant was by the fourth article of the contract 


forbidden to engage in any moving picture business, directly or 


indirectly. Obviously, if he might not engage in such a business 
le might not use his name in it. If the first paragraph is to be so 
construed then it effected nothing, an untenable supposition. In- 
deed, its language if taken alone scarcely permits the limitation 
suggested. Goldwyn “recognizes and confirms * * * the exclusive 
right to use the name.’ Such a phrase is not consonant with a 
covenant which shall endure for only two years. It was the pur- 
pose of whoever cast the phrase to establish the plaintiff's right 
to the name perpetually, and if the defendant failed to observe its 
extent, he is none the less bound. 

Next as to its legality. Had the contract forbidden Goldwyn’s 
entering the moving picture business on his own account, there 
would indeed have been force in the argument directed against its 
legality, but it does not do so. There seems to me no authority 
for the proposition that a man may not contract to give up his own 
name in business. I cannot regard Hilton v. Hilton, 89 N. J. Eq. [8 
T. M. Rep. 96], as a decision to that effect although some of the 
language doubtless lends color to the notion. One may continue to 
practice one’s calling under another name, at least as regards the 
public. And in any case if the limitation were necessary to the 
genuine protection of the covenantee, the better rule is that it is 
valid. However, I need not make a decision on that point in the 
view I take of the next, which concerns the consideration for the 
covenant. 

That question can be finally decided only after a hearing, but 
on this motion I must take all disputed issues in the defendant's 
favor. It is agreed that on September 2, 1920. the defendant re- 
signed as president of the plaintiff, a position which for the last 
eleven months he had held under the contract of October 10, 1919. 
That contract did not, it is true, expressly give him the position — 


he was engaged only as “an executive,’—but I think the construc- 
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tion of the parties very clearly indicates in what sense the word 
was used. The contract imposed upon him the duties, and gave him 
the powers, usually pertaining to the office. Goldwyn’s version is 
that he resigned because negotiations were on foot with DuPont, 


who was to advance new money and who would not have him presi- 


dent if he did. I can find no suggestion that his resignation was 
made subject to his right to resume his position later. Therefore 
he released the plaintiff from one of its obligations and himself 
from the duties which it involved. The negotiations with DuPont 
fell through and, as he says, the directors appealed to him to raise 
the money elsewhere. In this he succeeded and it was at a conclu- 
sion of his efforts that the contract of October 22, 1920, was signed. 
He was then re-elected as president. 

It is quite apparent that if the contract was made in consider- 
ation of his getting back his position there was a valid consideration, 
because even though the directors remained free to impose on him 
all those duties which he had formerly discharged, it was a legal 
detriment to the plaintiff to restore him to his office, because the 
plaintiff was not then legally bound to do so. Moreover, the enjoy- 
ment of the title may well have had other than pecuniary attrac- 
tions to the defendant. However, in his affidavit of October 3, 
1928, he denies that his re-election was made on condition that he 
sign the contract of October 22, 1920. He says that on the con- 
trary it was agreed to make him president because that was a 
condition imposed by those who promised to furnish the new money. 
There had been no question raised of the use of his own name in an 
independent business up to that time. 

If these be the facts I think it very difficult to find any con- 
sideration for the restrictive covenant, assuming as I do that he is 
charged with notice of it. If he were once unconditionally in- 
stalled as president under the old terms, the plaintiff suffered no 
detriment in executing the contract of October 22, 1920. It is true 
under this second contract he was not necessarily subject to all the 
duties he had assumed before, but that depended upon the will of 
the directors who reserved to themselves the right to call upon him 
to perform any duties ‘“‘as shall be appropriately assigned to him” 
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by them. This means that they could have required of him all that 
he was bound to do under the contract of October 10, 1919. In other 


respects the contract was the same as before, including the time of 


its duration. The plaintiff has not pointed out to me any detriment 
which it assumed, if this version be true. So much for the original 
affidavits. 

The new affidavits do not change the situation. Whatever may 
in the end prove to be the force of the evidence they contain, the 
defendant's denials are repeated and still go to the critical: issue 
of the case. It is clear that the issue is not so plain as to be taken 
against the defendant on a motion of this kind, and it must be dis- 
posed of on the supposition that the covenant which would other- 
wise have entitled the plaintiff to an absolute injunction, was nudum 
pactum. 

With that out of the way, the plaintiff’s right to more than 
the defendant is willing to concede is not clear to me. It can rest 
only on the supposition that a surname is entitled to less protection 
if assumed than if familial. I know of no such distinction. Of 
course, it would be obvious that a name assumed for the purpose 
of trading on another’s good-will would be absolutely enjoined. 
And, therefore, if there were any suspicion that the defendant had 
adopted his name in 1918 because he contemplated using it as he 
now proposes, he could be enjoined. This would be true, because 
it would then be apparent that he had no interest in the name to 
protect other than its use to take away the plaintiff's customers. 
There is, however, no ground for any such suspicion. The proof 
is uncontradicted that the suggestion came to him from his co-ad- 
venturers in the plaintiff's predecessor, at a time when no trouble 
was brewing and when so far as appears, he had no thought of its 
competitive use. 

A new name, when honestly assumed and worn, may well be 
of as much or nearly as much consequence to its bearer as though 
it were familial. Our names are useful or dangerous to us according 
to the associations they carry among those who hear them. If we 
have by our past conduct established a good-will which attaches 


to the name, that is an interest, pecuniary or honorific, of which 
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tion of the parties very clearly indicates in what sense the word 
was used. The contract imposed upon him the duties, and gave him 
the powers, usually pertaining to the office. Goldwyn’s version is 
that he resigned because negotiations were on foot with DuPont, 


who was to advance new money and who would not have him presi- 


dent if he did. I can find no suggestion that his resignation was 
made subject to his right to resume his position later. Therefore 
he released the plaintiff from one of its obligations and himself 
from the duties which it involved. The negotiations with DuPont 
fell through and, as he says, the directors appealed to him to raise 
the money elsewhere. In this he succeeded and it was at a conclu- 
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He was then re-elected as president. 
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There had been no question raised of the use of his own name in an 
independent business up to that time. 

If these be the facts I think it very difficult to find any con- 
sideration for the restrictive covenant, assuming as I do that he is 
charged with notice of it. If he were once unconditionally in- 
stalled as president under the old terms, the plaintiff suffered no 
detriment in executing the contract of October 22, 1920. It is true 
under this second contract he was not necessarily subject to all the 
duties he had assumed before, but that depended upon the will of 
the directors who reserved to themselves the right to call upon him 
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by them. This means that they could have required of him all that 
he was bound to do under the contract of October 10, 1919. In other 
respects the contract was the same as before, including the time of 
its duration. The plaintiff has not pointed out to me any detriment 
which it assumed, if this version be true. So much for the original 
affidavits. 

The new affidavits do not change the situation. Whatever may 
in the end prove to be the force of the evidence they contain, the 


defendant’s denials are repeated and still go to the critical issue 


of the case. It is clear that the issue is not so plain as to be taken 


against the defendant on a motion of this kind, and it must be dis- 
posed of on the supposition that the covenant which would other- 
wise have entitled the plaintiff to an absolute injunction, was nudum 
pactum. 

With that out of the way, the plaintiff's right to more than 
the defendant is willing to concede is not clear to me. It can rest 
only on the supposition that a surname is entitled to less protection 
if assumed than if familial. I know of no such distinction. Of 
course, it would be obvious that a name assumed for the purpose 
of trading on another’s good-will would be absolutely enjoined. 
And, therefore, if there were any suspicion that the defendant had 
adopted his name in 1918 because he contemplated using it as he 
now proposes, he could be enjoined. This would be true, because 
it would then be apparent that he had no interest in the name to 
protect other than its use to take away the plaintiff's customers. 
There is, however, no ground for any such suspicion. The proof 
is uncontradicted that the suggestion came to him from his co-ad- 
venturers in the plaintiff's predecessor, at a time when no trouble 
was brewing and when so far as appears, he had no thought of its 
competitive use. 

A new name, when honestly assumed and worn, may well be 
of as much or nearly as much consequence to its bearer as though 
it were familial. Our names are useful or dangerous to us according 
to the associations they carry among those who hear them. If we 
have by our past conduct established a good-will which attaches 


to the name, that is an interest, pecuniary or honorific, of which 
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we may well object to being deprived, and which may exceed in 
value that which we inherited. A self-made man may prefer a 
self-made name. Under circumstances like those at bar, it appears 
to me that Goldwyn, who has familiarized the public—with the 
acquiescence of the plaintiff,—with that name, has as much right 
to complain of its loss as though he had not inherited the less 
euphonious Gelbfisch or its equivalent, Goldfish. 

Such being the case, I cannot see in the motion anything out 
of the common. The plaintiff's business was built up in part at 
any rate by Goldwyn’s activity, and, I may take it I think, by his 
capacity and imagination. However that may be, his name and 
its name have together gone before the public as one. The plain- 
tiff as the first comer must prevail as between him and it, but its 
priority will not under the cases extend to an entire eclipse of his 
personality as it has shone on the public. He must distinguish it, 
clearly and completely, but if the plaintiff wished more, they must 
have separated the two names while the good-will was growing. 
The defendant accepts the necessity of some limitation upon his 
rights; he only objects to entire obscurity. For the present, since 
the case is not clear under the covenant, that is as far as he need 
£0. 

Therefore, a temporary injunction will go, forbidding the de- 
fendant from using the name “Goldwyn” on any moving picture 
films, advertisements, or other displays which are intended to be 
shown or seen by the public, unless in all cases it be followed by 
the words, ‘not now connected with Goldwyn Pictures Corpora- 
tion.” The suffix must be in as large, and of as prominent type, 
and of the same color as the word Goldwyn, and it shall be so 


spaced and spread as to be as noticeable as that word. 


Settle orders on notice. 
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Dworsky v. HEeRsTEIN 
(1202 N. 3. Supp.) 


Supreme Court, Appellate Division, First Department 


December 14, 1923 
Trape-Marks AND ‘TrRADE-NAmMes—UwNPFarrR 
Women’s Hats—Breacn or ContTRACT 
or “CLEAN Hanps,.” 
Where appellant shortly after concluding with appellee a disso- 
lution agreement whereby neither was thereafter to use the word 
“Belnor” in business, sent letters to old 


CoMPETITION—“BELNOR”™ ON 
Estroprer Unper Doctrine 


customers of the former 
corporation stating that appellant was the sole creator of Belnor hats, 
with other matter calculated to gain profit from the reputation of 
the former corporation, it was guilty of a breach of contract, such 
as to estop it, under the doctrine of “clean hands,” from equitable 
relief in an action to restrain appellee from using such name. 


Dow tina, J., dissenting. 


In equity. From an interlocutory judgment, enjoining de- 
fendant from using the names “Belnor,”’ ““Belnord,” or “‘Belnorde,”’ 


or any similar name, and adjudging that plaintiff recover such 


sums as the referee appointed should ascertain that plaintiff had 
suffered because of the use by defendant of those names, defendant 


appeals. Reversed, and complaint dismissed. 


A. A. Silberberg, of New York City, (Louis Marshall, of New 
York City, of counsel), for appellant. 

Harold H. Straus, of New York City, (David L. Podell, of 
counsel, and J. J. Podell, both of New York City, on the 


brief), for respondent. 


Before CrarKeE,. P. J... Dowxiine. Surry. Fincu. and Martin. 


Smiru, J.: The plaintiff and the defendant had been asso- 
ciated together since May, 1915. as the owners of stock of the cor- 


poration known as the Belnor Hat Company, Inc. The business 


conducted by them was the manufacturing and marketing of trim- 
med and tailored hats of special designs for women, and had in- 


creased very decidedly during the time that the parties continued to 
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be associated, and the name “‘Belnor”’ in the pennant-shaped triangle 
had become associated with the product of this corporation. On the 
23rd day of May, 1919, the plaintiff and the defendant entered into 
an agreement terminating the corporation, and providing with great 
care for the method by which the relationship of the parties should 
be terminated and the corporation which they owned should be 
dissolved. In addition to the Belnor Hat Company, Inc., the parties 
were doing business under the firm name of “Ronley Hat Com- 
pany,” which partnership was also to be dissolved. Among the 


numerous clauses of the dissolution agreement was the following: 


“(13) Neither of the parties hereto shall at any time hereafter, direct- 
ly or indirectly, use or permit to be used either the name ‘Belnor Hat 
Company’ or ‘Ronley Hat Company’ in that combination and arrangement, 
or the words ‘successors to Belnor Hat Company,’ or ‘Ronley Hat Com- 
pany,’ as a trade-name, firm name, label, or trade-mark, and in this respect 
the parties stipulate that the liquidation agreed on herein is specifically 
made upon the terms herein set forth, in consideration and because of the 
covenant that neither of said parties shall so directly or indirectly use or 
permit either of said firm names or words to be used.” 

This clause 13 of the contract is to my mind clearly an am- 
biguous clause. The provision that they shall not use the names 
“Belnor Hat Company,” or “Ronley Hat Company,” “in that com- 
bination and arrangement,” would seem to give authority to use the 
words in any other combination or arrangement. On the other 
hand, in the latter part of that paragraph of the contract it is 
stated that the liquidation agreed on therein is specifically made 
upon the terms therein set forth, “in consideration and because of 
the covenant that neither of said parties shall so directly or in- 
directly use or permit said names or words to be used.” (Italics 
mine.) With this ambiguous contract the practical interpretation 
of the parties thereto is, I think, conclusive upon them. It is clear 
that the plaintiff interprets the contract otherwise, from the fact 
alone, as indicated, of the bringing of this action. As to the de- 


fendant, the fact that the word “Belnor’” was not used at all by 
him thereafter, and that there were only modifications of that word 
used, would indicate his acknowledgment of the fact that he did not 
have the right to use the word “Belnor.” It is clear, therefore. 


from the acts of the parties under the dissolution contract, that it 
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was not intended that either party should use the word “Belnor,”’ 
either in its name or in its advertising. 

We agree with the Special Term that, if the defendant had no 
right to use the word “Belnor,” he could not use the word “Bel- 
nord,” or “‘Belnorde.”” Such use would be a mere evasion of the 
contract. Whether the word “Ronel,”’ as used in the plaintiff's 
name, may be deemed idem sonans with “‘Ronley,” is perhaps a 
close question. While the spelling is very similar, the sound of 
the names is quite different. We have then a covenant not to use 
the word “Belnor” in any way, or “Ronley,” and a breach of that 
covenant on the part of the defendant. Upon these facts, if stand- 
ing alone, the plaintiff would be entitled to the injunction order. 

But, the defendant has asserted that the plaintiff himself has 
violated this contract, and has used the name “Ronel,” instead of 
‘“Ronley,” as a part of his firm name, and has also used the word 
“Belnor” in his advertising; the said word being in a pennant tri- 
angle, the same as was used upon the hats before the dissolution. 
He refers to one letter addressed by the Ronel Hat Company to 
Charles Dillon & Co., of Hartford, Conn. That letter reads as 
follows: 

“The firm of Belnor Hat Company, being in the process of dissolu- 
tion, announce that Harold P. Dworsky, a member of the firm of Bel- 
nor Hat Company, and Rose Raphael, the sole creator of Belnor hats, 
are now associated under the name of Ronel Hat Company, 20-24 West 
Thirty-Seventh Street, New York City. 

“It needs no statement on our part that the same style, quality, and 
workmanship which made Belnor famous will apply to the hats which 
will be hereafter known as Ronel hats. 

“An open order for our first line will speedily convince you that the 
same master hand which created Belnor hats is now creating the Ronel 
hats. 


“Hoping for a continuance of your patronage, we beg to remain, 
“Yours very truly, Ronel Hat Company.” 


This letter, it appears, was sent out to all the old customers of 


the firm about three or four weeks after the dissolution. To mv 


mind there could hardly be a more flagrant breach of the contract, 
either in its terms or in its spirit. The good-will attached to the 
Belnor hats was a good-will that attached to them by reason of 


the satisfaction they had given to their old customers. To announce 
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be associated, and the name “Belnor”’ in the pennant-shaped triangle 
had become associated with the product of this corporation. On the 
23rd day of May, 1919, the plaintiff and the defendant entered into 
an agreement terminating the corporation, and providing with great 
care for the method by which the relationship of the parties should 
be terminated and the corporation which they owned should be 
dissolved. In addition to the Belnor Hat Company, Inc., the parties 
were doing business under the firm name of “Ronley Hat Com- 
pany,” which partnership was also to be dissolved. Among the 


numerous clauses of the dissolution agreement was the following: 










“(13) Neither of the parties hereto shall at any time hereafter, direct- 
ly or indirectly, use or permit to be used either the name ‘Belnor Hat 
Company’ or ‘Ronley Hat Company’ in that combination and arrangement, 
or the words ‘successors to Belnor Hat Company,’ or ‘Ronley Hat Com- 
pany,’ as a trade-name, firm name, label, or trade-mark, and in this respect 
the parties stipulate that the liquidation agreed on herein is specifically 
made upon the terms herein set forth, in consideration and because of the 
covenant that neither of said parties shall so directly or indirectly use or 
permit either of said firm names or words to be used.” 











This clause 13 of the contract is to my mind clearly an am- 
biguous clause. 





The provision that they shall not use the names 
“Belnor Hat Company,” or “Ronley Hat Company,” “in that com- 


bination and arrangement,” would seem to give authority to use the 









words in any other combination or arrangement. On the other 
hand, in the latter part of that paragraph of the contract it is 
stated that the liquidation agreed on therein is specifically made 
upon the terms therein set forth, “in consideration and because of 
the covenant that neither of said parties shall so directly or in- 


directly use or permit said names or words to be used.” (Italics 
mine. ) 




















With this ambiguous contract the practical interpretation 
of the parties thereto is, I think, conclusive upon them. It is clear 
that the plaintiff interprets the contract otherwise, from the fact 


alone, as indicated, of the bringing of this action. As to the de- 















fendant, the fact that the word “Belnor” was not used at all by 
him thereafter, and that there were only modifications of that word 
used, would indicate his acknowledgment of the fact that he did not 
have the right to use the word “Belnor.” It is clear, therefore. 


from the acts of the parties under the dissolution contract, that it 
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was not intended that either party should use the word “Belnor,” 
either in its name or in its advertising. 

We agree with the Special Term that, if the defendant had no 
right to use the word “Belnor,” he could not use the word “Bel- 
nord,” or ‘“Belnorde.’”’ Such use would be a mere evasion of the 


contract. Whether the word “Ronel,’ as used in the plaintiff's 


name, may be deemed idem sonans with “‘Ronley,” is perhaps a 


close question. While the spelling is very similar, the sound of 
the names is quite different. We have then a covenant not to use 
the word “Belnor” in any way, or “Ronley,” and a breach of that 
covenant on the part of the defendant. Upon these facts, if stand- 
ing alone, the plaintiff would be entitled to the injunction order. 

But, the defendant has asserted that the plaintiff himself has 
violated this contract, and has used the name “Ronel,” instead of 
“Ronley,” as a part of his firm name, and has also used the word 
“Belnor” in his advertising; the said word being in a pennant tri- 
angle, the same as was used upon the hats before the dissolution. 
He refers to one letter addressed by the Ronel Hat Company to 
Charles Dillon & Co., of Hartford, Conn. That letter reads as 
follows: 

“The firm of Belnor Hat Company, being in the process of dissolu- 
tion, announce that Harold P. Dworsky, a member of the firm of Bel- 
nor Hat Company, and Rose Raphael, the sole creator of Belnor hats, 
are now associated under the name of Ronel Hat Company, 20-24 West 
Thirty-Seventh Street, New York City. 

“It needs no statement on our part that the same style, quality, and 
workmanship which made Belnor famous will apply to the hats which 
will be hereafter known as Ronel hats. 


“An open order for our first line will speedily convince vou that the 


same master hand which created Belnor hats is now creating the Ronel 
hats. 


“Hoping for a continuance of your patronage, we beg to remain, 
“Yours very truly, Ronel Hat Company.’ 
This letter, it appears, was sent out to all the old customers of 
the firm about three or four weeks after the dissolution. To my 
mind there could hardly be a more flagrant breach of the contract. 
either in its terms or in its spirit. The good-will attached to the 
Belnor hats was a good-will that attached to them by reason of 


the satisfaction they had given to their old customers. To announce 
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that the person who was the sole creator of the Belnor hats was 
now a member of the Ronel Hat Company, and that the same style. 
quality, and workmanship which made the Belnor hats famous 
would apply to the hats which would hereafter be known as the 
Ronel hats, is to strike at the very root of the good-will, which it 
was never intended should pass to the plaintiff. The sending of 


this letter was so flagrant an abuse both of the letter and spirit 







of the contract of dissolution that this breach itself would stamp 
the plaintiff as unworthy of the assistance of a court of equity 
upon the well-settled doctrine that one who asks equity must come 


into court with clean hands. The absence of this prerequisite to 











equitable relief is a complete answer to plaintiff's application. The 
trial court should not have granted to the plaintiff any relief upon 
that contract, and the judgment must be reversed, with costs, and 
the complaint dismissed, with costs. 


Settle order on notice. 





CALIFORNIA PackinG Co. v. PoLAND 
In the United States Patent Office 


January 9, 1924 












TRADE 





Marks—Opposirioxn AND AppeaAr—“Det Monte” on Burrer ANnpd 
on ConpbENSED MitkK—Goops or THE SAME Descriptive PROPERTIES 
A FFIRMAL. 








In an appeal from a decision sustaining the opposition to the 
registration of the words “Del Monte” as a trade-mark for butter, 
on the ground of opposer’s prior use on a large variety of goods, 
including canned milk, he/d that the opposition should be sustained, 
as the goods are of the same descriptive properties and opposer 


should not be barred from its right to extend its business to include 
butter. 












A decision of Appeal from the Examiner of Interferences, 
sustaining a trade-mark opposition. Affirmed. 
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Archibald Cox, of New York City, and Wm. G. Hender- 
son, of Washington, D. C., for California Packing Cor- 
poration. 


Vernon E. Hodges, of Washington, D. C., for Poland. 


Kinnan, F. A. C.: The applicant, Poland, has appealed from 
the decision of the Examiner of Trade-Mark Interferences, sustain- 
ing the opposition to the registration by the applicant of the mark 
“Del Monte” used on butter. The opposer, California Packing 
Corporation, is the owner of the same mark used on a large class 
of foods, including canned fruits, dried fruits, raisins, canned 
vegetables, catsups, canned fish, canned milk, jams, preserves, etc., 
and has obtained several registrations of the mark as applied to 
these various classes of goods. 

It appears, by virtue of stipulation, that opposer has been 
using this identical mark upon various of the above noted classes 
of foods for many years prior to the adoption and use of the mark 
by the applicant. Also that opposer's mark is widely known, has 
been extensively advertised, and the business of the opposer, in 
which the mark has been used, has been very great and extends 
over substantially all of the United States. 

There is no question as to the similarity of the marks, they 
being identical, and the sole point to be decided here is whether 
the classes of goods are of similar descriptive properties. The Ex- 
miner of Interferences selected canned condensed milk as a food 
belonging to a class most nearly like that to which the applicant's 
product, butter, belongs. The applicant has noted the physical 
differences between butter and condensed milk, urging that con- 


fusion of goods would not be probable since the condensed milk, as 


well as the various other products of the opposer, is put up in 


cans while butter is sold in packages or cartons. It has been con- 
tended by applicant that the two products are usually dealt with 
by different merchants and prepared in different plants. 

It is believed that these two products, the condensed milk and 
butter, are dairy products, both derived from milk, both used for 


food and quite frequently, it must be held, prepared in the same 
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plant and sold by the same dealers. These facts being true, while 
as noted by applicant, the public would not buy one product think- 
ing it was buying the other, yet the average purchaser familiar 
with opposer’s goods and its reputation would be readily led to 
think the goods of the applicant were produced by the opposer. 
Even if there is doubt, which can hardly be admitted in the present 
case, that doubt, under the settled law, must be resolved against 
the newcomer. E-Z Waist Co. v. Reliance Mfg. Co., 52 App. D. C., 
291 [13 T. M. Rep. 96]; Aunt Jemima Mills Co. v. The Blair Mill- 
ing Co., 286 O. G., 898; 270 Fed., 1021 [11 T. M. Rep. 104]. 

As a further ground for denying registration to the applicant, 
it is believed the opposer corporation should not be barred from its 
right to extend its business to include, in addition to condensed 
milk, the other dairy product, butter. In re Braadland, Ltd., 37 
App. D. C. 602 [2 T. M. Rep. 88]; Canton Culvert § Silo Co. v. 
Consolidated Car-Heating Co., 44 App. D. C., 491 [6 T. M. Rep. 
280}. 

The decision of the Examiner of Interferences sustaining the 


opposition and denying applicant’s right to registration is affirmed. 





Proven CuemicaL Company v. IsaporeE BuLLion 


In the United States Patent Office 


January 8, 1924 


Trape-Marks—Opposition AND Appeat—‘Rep anno Wuire” anno “Brack 
AND Wurre”—Lack or Conrustnc RESEMBLANCE—DIsmIssAlL. 
Where, in an opposition against applications to register the 

words “Red and White,” and a rectangle divided by two diagonals 
into four triangles, whereof the upper and lower were white and the 
right and left, red, it appeared from the testimony that only one 
instance of confusion had arisen between the said marks and the 
“Black and White” mark of the opposer, the opposition should be 
dismissed, particularly as the colors red and black are familiar to 
all, and the goods of both parties were sold exclusively to women. 
who have a color sense and readily distinguish colors. — 
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Appeal from a decision of the Examiner of Interferences in 


two trade-mark oppositions. Reversed. 


John W. Farley, of Memphis, Tennessee and C. L. Parker, of 
Washington, D. C., for Isadore Bullion. 
Ek. W. Bradford, of Washington, D. C. for Plough Chemical 


Company. 


Fennine, A. C.: Bullion appeals from the action of the Ex- 
aminer of Interferences sustaining two oppositions to the registra- 
tion of his trade-marks. One of applicant’s marks is “Red and 
White,” which opposer says should be refused registration in view 
of opposer’s use and ownership of “Black and White.” 

Applicant’s other mark consists of a rectangle divided by two 
diagenals into four triangles, the upper and lower triangles being 
white and the right and left triangles being red. Opposer contends 
this should not be registered as being too near its mark, which con- 
sists of a rectangle which a single diagonal between the upper right 
and lower left corners divides into two parts, the upper of which 
is black and the lower of which is white. 

The goods involved are substantially the same and include 
miscellaneous toilet articles, such as, taleum powder, hair dressing, 
cold creams, etc., the great bulk of which is purchased and used by 
women. 

The applicant moved to dismiss the oppositions and on appeal 
I denied the motion on the ground that the marks were not so clear- 
ly different that confusion was impossible. 

We now have before us a printed record of 294 pages, consist- 
ing of testimony taken here as well as testimony taken in open 
court in a suit for unfair competition brought by the Plough Com- 
pany against Bullion, in the Chancery Court of Shelby County, 
Tennessee, [11 T. M. Rep. 403]. We are not advised as to the 
outcome of that suit, but apparently it did not result in a judgment 
for either party. 


It is urged here that the parties put their goods in similar 


packages and dress them the same. It is clear, however, that appli- 


cant at least uses stock containers selected from catalogues and not 
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specially made for him, and that his goods are put up in packages 
which are common for other similar goods in the trade. Moreover, 
the testimony is clear that dealers handling the goods find no con- 


fusion between the two packages. This testimony satisfies me that 








in fact applicant’s mark consisting of two red triangles and two 
white triangles is not deceptively similar to opposer’s mark consist- 


ing of two black and two white triangles. 






Hall testifies for Plough Company. 
“Int. No. 30: How about the colors as they appear in the stock 
room? Are they clearly distinguishable one from the other, or otherwise? 
Ans. Int. No. 30: Yes, sir; they are different, very different as to 
color. 
Int. No. 31: Ina poorly lighted stock room can you easily distinguish 
the Red and White from the Black and White? 
Ans. Int. No. 31: Yes, sir; I imagine you could.” 






















There is some showing of confusion among wholesalers with 
respect to the names “Red and White” and “Black and White,” but 
it appears that the confusion arose partially from the fact that 
orders were taken for “B. & W.” or “R. & W.” or through neg 


ligence on the part of employees. 








Quick testifies for Plough Company: 
“Int. No. 14: ‘To what were these errors attributable? 

Ans. Int. No. 14: Well, they can be attributed to two or three 
causes,—the order clerk upstairs having more calls for Black and White 
than he does Red and White, just reads it in a hurry and puts in Black 


and White where the man will want Red and White; that is one of the 
main causes. 






Int. No. 15: Now, do you regard the similarity of 
of the causes for such errors? , 

Ans. Int. No. 15: The similarity of the names as a whole would 
leave room for no doubt, but down there where we are pressed for time 
we abbreviate quite extensively —we don’t write the ‘Black and White’ 
out, we generally write ‘B & W’ and on the Red and White we write 
‘R & W’ and that is where the errors come in.” 





hames as one 











There is testimony indicating that at least one package of “Red 
and White” was sold when “Black and White’ 





was asked for, but 
it does not appear that the consumer looked at the package when 
purchased, or was deceived. 





It is admitted that when one thing 
is asked for, almost anything may be wrapped up and delivered, 






irrespective of the dress of the goods or the trade-mark applied 


to them, but it is not such dishonest methods nor such careless 
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purchasers that can be protected against by distinguishing trade- 
marks. 

It has been shown that, with respect to at least some of the 
goods of the parties here, much selective care is adopted to procure 
goods of the proper color. We may take judicial notice of the 
fact that women as a rule have color sense and readily distinguish 
colors. Red being one of the primary colors and being a color 
which is commonly used and commonly known to everyone, as is 
black, it seems clearly distinguished from black. The combination 
“Red and White” has as separate and distinct an entity from “Black 
and White” as “John Smith” has from “William Smith.” 

In trade-marks as in matters of life generally, it is easier to 
distinguish between two things which are familiar than between two 
things which are both strange and new. To a chemist “sulphate” 
and “‘sulphite’” are readily distinguishable, but they are not to the 
man in the street, “Red” and “Black” are words with which we 
are familiar from infancy and their distinction is always apparent, 
even to the uneducated. 

The exhibits here indicate that it is common in the trade to 
employ combined colors in characteristic manners in connection 
with goods such as those here in issue. Exhibit Record No. 29 
shows a red and gold package. Exhibit No. 31 shows a blue and 
white checkerboard package. Exhibit No. 35 shows black and 
cream stripes. “‘Stacomb” shows black and gold stripes. “Ar- 
mand” Record page 120 shows a red and white package surcharged 
with blue lines. 

Since the unfair competition case in the state court brought no 
relief, and in view of the diversity of packages in the market, and 
in view of the weakness of the testimony, I am constrained to hold 
that the Plough Company has not been able to show probability 
of the confusion which my decision on the motion to dismiss found 
possible. 

It is true that Mr. Bullion sold toilet goods under the name 


“Bullion” for several years, that he subsequently moved to Memphis 


and continued that trade, even to the time of taking testimony. In 


Memphis, where is opposer's place of business, he found “Black 
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and White” on the market. Being somewhat dissatisfied with his 


Bullion mark, he sought a new mark and adopted “Red and White,” 
in addition to his old one. 





I think he was justified in this, especially 
in view of the fact that he originally selected “Red, White and 
Blue,’ but was advised by his counsel to omit the blue, since the 




















three colors had a national governmental significance. 

Trade-mark matters are largely concerned with the ultimate 
consumer or the final purchaser. The goods here involved are car- 
ried by drug stores and department stores; the sales of both parties 
have been extensive, but no single purchaser has been produced 
on whom the goods of one party have been palmed off as the goods 
of the other, except in a single instance at the pharmacy managed 
by Mr. Plough, the brother of the president and founder of the 
opposer company, who testifies that he would not attempt to palm 
off the goods of one manufacturer for those of another. 


The Examiner of Interferences is reversed and the oppositions 
are dismissed. 


MANUSCRIPT DECISIONS OF THE COMMISSIONER OF 
PATENTS 
Rendered during January, 1924 


Conflicting Marks 





Kinnan, F. A. C.: In a trade-mark opposition, it was held 
that the applicant, was not entitled to register, as a trade-mark for 
a cleaner, a mark consisting of the words “Klean” and “Kleen,’’ 
placed one above the other in such relation as to use a common 
initial letter K and a common terminal letter N, thus forming what 
is known as a logotype, in view of the prior use by opposers of a 


trade-mark for the same goods, consisting of the words “Kitchen” 













and “Klenzer,” placed one above the other, with a common initial 
letter K, on the ground that the goods are the same and the marks 
are so similar that confusion would be likely to be caused by the 
use of applicant’s mark, especially as the goods are often sold to 
the ignorant, to servants, foreigners, and to children. 
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In his decision the First Assistant Commissioner, after point- 


ing out that logotype marks and the advertising of goods by means 


z 


of them, were old, but that the particular arrangement of a large 
K common to the two suggestive words was not shown to have been 


used prior to the beginning of the use by opposer of its mark, said: 


“It is true the large N common to the two elements of the applicant’s 
mark tends to make the mark distinctive, but it is thought the large K, 
the similarity of the words, Klenzer and Kleen, appearing respectively 
in the two marks, make up a prominent, if not the most prominent part 
of the two marks and one which would chiefly fix the attention or impress 
the mind of the purchaser. 

“The testimony of the witness Mae McMahon is not rebutted and is 
persuasive that customers of the type described by her would be con- 
fused as to the goods they were purchasing and would readily accept the 
applicant’s product for that of the opposer. The evidence shows the ap- 
plicant was aware of the opposer’s mark and, to some extent at least, 
of its popularity and changed its mark so as to more nearly simulate that 
of the opposer. A similar condition was noted and adversely commented 
upon by the Court in the case of Walter Baker §& Co. Ltd. v. Puritan Pure 
Food Co., 139 Fed., 680. The character of the merchandise and the class 
of people who would purchase it suggest a greater likelihood of confusion. 
The Liggett § Myers Tobacco Co. v. Hynes, 28 O. G. 809, 20 Fed. 883. 
There seems to have been no good excuse for the adoption by the applicant 
of a mark so nearly resembling that of its competitors in business, and 
it is thought the doctrine announced in the case of The O. §& W. Thum Co. 
v. Dickinson, 240 O. G. 337, 46 App. D. C., 406, [9 T. M. Rep. 332], that 
under such circumstances ‘the points of similarity are more important 
than the points of difference’ applies to the case at bar. It would seem 
at least probable the applicant adopted the mark because of the popular- 
ity of the opposer’s goods, or had this fact in mind when it made the 
change to the mark for which it now seeks registration. Aunt Jemima Mills 
Co. v. The Blair Milling Co., 286 O. G. 863, 50 App. D. C., 281 [11 T. M. 
Rep. 104]. The case, admittedly, is not free from doubt, but if this is 
true the doubt must be resolved against the newcomer.” 


Kinnan, F. A. C.: It was held that applicant was not en- 


titled to register as a trade-mark for belting, hose, machinery pack- 


ing and vehicle tires composed of rubber or rubber and fabric, a 
mark consisting of ‘“‘a series of circumferentially-disposed, out- 
standing blocks or elements, approximately diamond-shaped, and 
spaced by a series of grooves or lines which intersect each other 
at right angles, the blocks or elements being alined on parallel cross- 
planes,” on the ground that the so-called mark has the mechanical 


purpose of preventing the skidding and slipping of an automobile 


‘Fitzpatrick Brothers v. Dearborn Chemical Co., Jan. 10, 1924. 
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tire and that the applicant has never shown any use of this design 
as a trade-mark. 

In his decision, after pointing out that it was not open to dis- 
pute that this design used as a portion or part of the tire itself has 
a mechanical function, and that it might be that a tire having this 
design of tread has become well-known to the trade as applicant's 


product, the First Assistant Commissioner said: 


“There are many features about a manufactured product which be- 
come more or less characteristic of the output of a certain manufacturer, 
but these features, inherent in the article itself and performing mechan- 
ical function in the use of the article, do not constitute subjects for 
trade-mark registration. 

“Appellant has obtained a design patent for this particular design 
of tire tread, and it would seem the design is not applied to the article 
in the sense a trade-mark is used. In the case of in re American Circulai 
Loom Co., 127 O. G. 393, 28 App. D. C. 446, the Court noted that a mark 
adopted to indicate origin or ownership may through long-continued and 
wide sale of the article come to indicate quality also, but added that ‘it 
would have to appear with certainty, however, that at the time of adoption 
the mark was for the purpose of indicating origin, manufacture, or owner- 
ship... There is no evidence to show, nor reason to hold that this design 
of tread was originally adopted solely for trade-mark purposes. It is 
true, as stated in the case of The Gamewell Fire-Alarm Telegraph Co., 
185 O. G. 827, the fact that a mark is applied to the goods by being made 
integral therewith in the process of manufacture does not bar registrabil 
ity, but the mark must have been adopted and used for the purpose of 
showing origin or ownership. In the case of Herz v. Loewenstein, 192 O. G., 
993, 40 App. D. C. 277, the Court noted its approval of the rule forbidding 
registration of a mark which is an inherent element in the manufacture 
of the article on which it is used.” 


Fennine, A. C.: Held that the applicant was not entitled 
to register the word “Pyrol,” for a liquid antiseptic, in view of the 
prior use by the opposer of the word “Pyoral,” as a trade-mark for 
similar goods, on the ground that the goods are of the same descrip- 
tive properties and the marks so similar as to be likely to cause 
confusion. 

With respect to the contention that applicant’s predecessor in 
business had sold similar goods under the name “Pyro Chemical 
Co.” prior to the time that the opposer had begun to use its mark, 
the Assistant Commissioner said: 


*Ex parte. The Goodyear Tire and Rubber Co., Jan. 11, 1924. 
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“Clearly, ‘Pyoral’ is different from ‘Pyro,’ the word formerly constitut- 
ing a part of applicant’s name. (The Deco Co. v. The Dayton Ignition 
Company, 301 O. G. 631, 1922 C. D., 12. [12 T. M. Rep. 364].) Likewise, 
‘Pyrol, applicant’s mark here, is different from ‘Pyro’ in its former name, 
and applicant cannot claim a right to register such changed mark as its 
name, especially since it has abandoned its former name and is now the 
Pyrodento Company, in the name of which appears nothing analogous to 


‘Py rol.’ 

FenninG.A. C.: In a related case it was held that the appli- 
cant was not entitled to registration of the word “Pyorrvent,” as 
a trade-mark for tooth powder or liquid, in view of the prior use by 
the opposer of the word “Pyrodento” as a trade-mark on tooth 


paste, the ground of the decision being that the goods are of the 


same descriptive properties and the marks so similar as to be likely 


to cause confusion in the mind of the public when contemporaneous- 
ly used. 

With respect to the question of the similarity of the marks the 
Assistant Commissioner, after pointing out that it was indicated 
from the testimony that the word “Pyrodento” was formed by 
using the syllable “Pyro,” indicating fire, the goods being treated 
by the “fire process,” and the syllables “dento,”” “relating to the 
mouth,” and it was argued that “Pyorrvent’”’ suggested a remedy 
for pyorrhoea, being formed of the prefix “Pyorr” and the suffix 
“vent” taken from the word “prevent,” said: 

“Tt may be that the origin of the two words is different and that ap- 
plicant had no intention to encroach upon opposer’s trade rights. The 
ordinary purchaser, however, is not informed about or concerned with the 
origin of marks or the meanings which can be read into them. I am unable 
to believe that these two marks can exist side by side in the market on 
identical goods without causing confusion. The citation of cases is un 
necessary, since the issue here is one of fact as to probable trade confusion. 
It may be admitted that a careful enunciation by a clear speaker care- 
fully examining the two words can distinguish them. I am unable to 


believe, however, that the ordinary purchasers, many of whom are at least 
semi-illiterate, will be able to distinguish the marks.’ 


Descriptive Terms 


Kinnan, fF. A. C.: It was held in an opposition case that the 


applicant was not entitled to register the word “Tropiko” as a 


‘James T. Oliphant v. The Pyrodento Company, Jan. 25, 1924. 
‘The Pyrodento Company v. Clarence M. McArthur, Jan. 25, 1924. 
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trade-mark for oranges, grapefruit, pineapples in their natural 
state and in tins, jams, marmalades and jellies, since this mark 

merely geographically descriptive, but that opposer was not en- 
titled to oppose its registration by reason of his prior use of the 
word “Tropic,” as applied to similar goods, since, as the word 


‘Tropic’ is descriptive, applicant by the registration of the word 


['ropiko” could not prevent opposer from continuing his use of 
the word “Tropic.” 
With respect to the first point, the First Assistant Commis- 


sioner said: 


“The Spanish word for tropic is ‘tropico’ and in the pronunciation 
of that word the ‘c’ is given the hard sound, or the sound of ‘k.’ Tested 
under the doctrine ‘of idem sonans, the two words are the same. Also the 
words have the same significance and meaning and they are so nearly 
alike as to spelling as to be substantially the same word. It is apparent, 
therefore, applicant in effect is seeking a registration as a trade-mark 
applied to fruits which are generally raised in the far south, of the 
Spanish word ‘tropico. The law is well settled that a descriptive word 
of a foreign language can not be adopted, used, and registered as a valid 
trade-mark. It is held the applicant is not entitled to register the mark.” 


With respect to the second point, the First Assistant Commis- 
sioner, after discussing the decisions with reference to the question 
of damage and the question of the registrability of a word, re- 
garded as arbitrary, notwithstanding its similarity to a descriptive 


word, said: 


“It is believed, from a review of the foregoing cases and others to 
which opposer has invited attention, that appellant has not established 
the probability of damage by registration of applicant’s mark. Opposer’ S 
contentions are mainly based upon the view that the word ‘tropic’ is not 
descriptive when used upon opposer’s goods. This view is believed to be 
in error. That the word is descriptive and geographical must be deemed 
plain. Indeed to hold otherwise and yet hold, as opposer contends, that 
‘Tropiko,’ which is alleged to so nearly resemble ‘tropic’ as to damage op- 
poser, is not descriptive would be to reach inconsistent conclusions.” 


Goods of the Same Descriptive Properties 


FenninG, A. C.: In an opposition proceeding, it was held that 
the applicant was not entitled to register the words “Dubonnet 
Club,” as a trade-mark for ginger ale, in view of the fact, as estab 


‘Harold W. Dorn v. The Porto Rico Fruit Exchange, Jan. 24, 1924. 
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lished by the testimony, that the opposer had used the word ‘“Du- 
bonnet’’ as a trade-mark for an alcoholic drink for many years 
prior to the adoption of the eighteenth amendment to the Constitu- 
tion and since that time has used the same mark on a non-alcoholic 
beverage. 

The ground of the decision is that the goods are of the same 
descriptive properties and the two marks are so similar that their 
contemporaneous use on these goods would be likely to cause confu- 
sion in the mind of the public and deceive purchasers. 

With respect to the question of the similarity of the goods, 
the Assistant Commissioner said: 


“On appeal from an order granting a motion to dismiss the opposi- 
tion, I pointed out the possibility of there being similarity between ginger 
ale and opposer’s goods. No definite rule has been set down to determine 
when goods are of the same descriptive properties. I am constrained to 
believe that one seeing upon a price list of beverages Dubonnet Club 
Ginger Ale and Dubonnet Non-Alcoholic Wine would believe their source 
to be the same. The two beverages are similarly packed, sold and used. 
By changing to a non-alcoholic beverage opposer has brought his product 
into the class of soft drinks to which ginger ale belongs. In view of ex 
parte Allgoever, 183 O. G. 505, 1912 C. D. 293, Christo Manufacturing 
Company v. The Christian Moerlein Brewing Company, 275 O. G. 827, 
49 App. D. C., 370, 1920 C. D., 189, the goods here involved must be held 
to be of the same descriptive properties. 

“Applicant should not be allowed to obtain for its use in the beverage 
business any good-will which may be inherent in the name ‘Dubonnet’ as 
applied to a beverage.” 


Pennine, A. C.: In an opposition case it was held that the 
applicant was not entitled to register the word “Pyrol” as a trade- 
mark for a liquid antiseptic for treatment of pyorrhoea, alveolaris 
(Rigg’s disease), and for sore throat, cuts, burns and diseases of the 
skin, in view of the prior use by the opposer of the word “Pyxol” 


as a trade-mark for disinfectants and insecticides, on the ground 


that the goods are of the same descriptive properties and that the 


two marks are so similar as to be likely to cause confusion in the 
mind of the public when applied to these goods. 

It was contended on behalf of the applicant that before it be- 
gan the use of its present mark it had sold them under a label bear- 


ing its former name, “Pyro Chemical Co.,”’ and that “Pyrol” was 


*l.a Société Dubonnet v. The Dubonnet Company, Jan. 17, 1924. 
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merely the “Pyro” of its previous name to which it had acquired 
an exclusive right. 

With respect to this contention the Assistant Commissioner 
said: 
“The use of the corporate name on the label was not a trade-mark 
use and it cannot be successfully urged as a foundation for adoption ot 
the trade-mark ‘Pyrol’ which is so nearly like opposer’s mark.” 

With respect to the question of the similarity of the goods, the 
Assistant Commissioner said: 






“Tt will be admitted that the terms ‘antiseptic,’ ‘disinfectant’ and ‘bac- 
tericide’ are not identical in their meaning. Applicant’s method of sale 
at the present time is somewhat different from opposer’s method of sale, 
as are the packages. It will be noted, however, that applicant sells an 
antiseptic for diseases of the skin. A label of opposer, offered in evidence, 
contains directions for use ‘for infectious diseases for the skin.’ Obviously, 


the uses overlap and the goods must be held of the same descriptive prop- 
erties.”” 


















Name of Patented Article 
FenninG, A. C.: In an interference proceeding it was held 
that the words “Bang Bird” were not registrable as a trade-mark 
for a parlor game, inasmuch as these words constitute the name 
which was applied to the game covered by patent No. 1,883,610; 
that the name had been so closely associated with the device that 
it had become inseparable therefrom and that, therefore, the pub- 
lic having a right upon the expiration of the patent to make and sell 
the device, also has a right to employ the name as descriptive of it. 


In this decision the Assistant Commissioner said: 









“The specimen labels filed by the parties are substantially identical. 
The label includes a picture which is a substantial reproduction of the 
drawing of patent No. 1,383,610, together with the words ‘Bang Bird, 
America’s Popular Parlor Game,’ and in a small block the name of the 
applicants. It is admitted by both parties that ‘Bang Bird, for which 
registration is here sought, is the name applied to the game of patent 
No. 1,383,610, and, as pointed out by the Examiner of Interferences, it 
has become as exact a definition of the patented game as are the claims 
of the patent. There is nothing to show that there is any way of calling 
for or purchasing the game other than by its name. When the owner of 
a patent adopts a name for his patented device and so closely associates 








‘The Barrett Company v. The Pyrodento Co., Jan. 25, 1924. 
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that name with the device that it becomes inseparable, the right to make, 
use and sell the device which vests in the public on the expiration of the 
patent, carries with it the right to employ as descriptive of the patented 
device the name applied to it by the patentee. This is so clearly estab- 
lished law that the statement need not be supported by a citation of 
decisions.’ 


Name of Unincorporated Society 


FenninG, A. C.: Held that the applicant was entitled to 


register the words “Royal Arch” as a trade-mark for shoes, in the 


absence of any showing that there was any organization or society 


incorporated under that name. 

It appears that after the mark was published, a number of 
chapters of Royal Arch masons filed oppositions to the registration, 
that the Examiner of trade-marks refused registration, and the op- 
positions were not considered. 

The basis of the decision is that the only ground upon which 
this mark could be refused registration was that it was the name 
of an institution, organization, club, or society which had been in- 
corporated in one of the States of the United States and that there 
was no evidence of record that the Royal Arch masons had been 
incorporated under that name. 

In his decision the Assistant Commissioner said: 

“So far as the record shows, there is no corporation whose name is 
‘Royal Arch, nor does it appear that the Royal Arch masons are incor- 
porated under such name. The brief filed here quotes Webster’s Diction- 
ary as defining ‘Royal Arch’ as ‘the seventh degree in the York rite’ of 
masonry in the United States. 

“There is nothing in the record to indicate that any deception will 
arise from calling the goods ‘Royal Arch, such as was the basis of er 
parte Excelsior Shoe Co., 3 T. M. Rep., 108, 106 MS. Dec. 481, where the 
emblem of the Boy Scouts of America was refused registration for shoes. 

“It may be urged that public policy should prevent the registration 
of the name of any organization, but Congress has apparently determined 
that matter for us by legislating that such a name shall be refused regis- 


tration only when the organization is incorporated, and under the condi- 
tions set out in the portion of Section 5 of the statute above quoted.” 


With respect to the practice followed by the Examiner, he said: 


“Instead of rejecting the case after publication, the examiner should 


*‘Doremus & Benzer, Inc. v. Jacobs, December 15, 1923. 
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have let the matter be decided in the infer partes oppositions which were 
filed, as provided by the statute.” 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that the applicant was not entitled 
to register as a trade-mark for bed springs a band of gold or gilt 
covering the outer upper rectangular metal frame of the springs, on 
the ground that it is common for manufacturers to cover with gilt 
paint various parts of the frames of bed springs to prevent rust and 
consequent staining of the bedding and that, therefore, applicant 
has disclosed no trade-mark use and that the particular marking 
would be understood only as used for the purpose of preventing the 
discoloration of the bedding by rust. 

In his decision the First Assistant Commissioner, after stating 
that the Examiner had inquired at certain department stores and 
found that various parts of the frame of bed springs had been 
painted gilt and had stated that he himself had used a bed spring 
in which the side bars were painted gilt, said: 
“In view of the foregoing, I am unable to reach any other conclusion 
than that reached by the Examiner—that the use of a gilt color upon the 
particular frame member adopted by appellant would not be a trade-mark 


use. Dealers and those purchasing would not recognize this particular 
color on this particular portion of the frame as being a trade-mark.’’” 


‘Ex parte, Bion F. Reynolds Company, Jan. 17, 1924. 
Ex parte Clinton Furniture Co., Jan. 26, 1924. 


















































